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This is in response to Paper filed on 07 October 2004. 



Priority document has been on the record. 



II. A. (1) It is allowed to claim by a functional, characteristic, conditional, physical and/or 
chemical property of a material and /or process. (2) However, a claimed functional, 
characteristic, conditional, physical and/or chemical property of a material and/or process carries 
with a risk (In re In re Schreiber, 44 USPQ2d 1432). It is reasonable that the Office is not 
supplied, provided or equipped with a sufficient facility to carry out a test for the functional, 
characteristic, conditional, physical and/or chemical properties as claimed in accordance with the 
authority stated in In re Best, 195 USPQ 430; Ex parte Maizel, 27 USPQ2d 1662 or Ex parte 
Phillip, 28 USPQ2d 1302. Please also see the related issue with respect no patentable sense as 
stated in In re Hutchison, 69 USPQ 138. The language "alkali-soluble polymerizable polymer", 
"polymerizable group", "alkali- soluble group" or the like is considered as property of a material 
and searched as appeared. 

B. In re Schreiber, 44 USPQ2d 1429 states that "A patent applicant is free to recite 
features of an apparatus either structurally or functionally. See In re Swinehart. . . 169 USPQ 226, 
228... Yet, choosing to define an element functionally, i.e., by what it does, carries with a risk. 

III. Applicants' prior art submissions have been considered to the extent of the English 
language and chemical structures only. 
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IV. The following is an examiner's statement of reasons for allowance: 

(1) Jumikazu et al (JP8276558 as submitted) show the use of polymer having a side chain 
with "X" having C=C as polymerizable group as shown in the instant application but fail to 
include an end branch with "A" having an alkali-soluble group as shown in the instant 
application. 

(2) Negoro et al (6,531,195, 6,540,940 and 2002/0048639), Oshima (2003/0198893), 
Takeuchi et al (2004/0100600) and Obayashi et al (JP02004093947 with Abstracts) are cited to 
show related art. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 



issue 



V. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoa V. Le whose telephone number is 571-272-1332. 
The examiner can normally be reached from 6:30 AM to 4:30 PM on Monday though Thursday 
and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving number 703- 
872-9306. Information regarding the status of an application may be obtained from the Patent 
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Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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